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WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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DETAILED ACTION 



Specification 

1 . The disclosure is objected to because of the following informalities: in the first line of the 
specification, - - now patent number 6,682,079 - - should be entered after "2002 55 . 
Appropriate correction is required. 



Claim Objections 

2. Claims 2-4 are objected to because of the following informalities: claims 2-4 depend 
upon claim 10, however, there are only 4 claims. Appropriate correction is required. 



Claim Rejections - 35 USC § 112 
3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 



4. Claims 1-4 are rejected under 35 U.S.C. 1 1 2, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claim 1 recites "the plate" in line 6 which lacks proper antecedent basis. 
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Claim Rejections - 35 USC §103 
5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



6. Claim 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Backlin 
(US4369980) in view of Olson (US3279235). 

Backlin teaches a method of manufacturing a gasket assembly comprising: forming 
an annular grommet 11 having a generally U-shaped cross-section defining a pair of axially 
spaced legs 24,25 having outer axially opposite sealing surfaces spaced a predetermined distance 
apart when in an underformed state corresponding to an initial thickness of the grommet 11 
which is greater than the thickness of the plate 8, installing the grommet 1 1 in the opening of the 
plate 8. wherein the grommet is fabricated of a "heat-treatable" ferrous-based metal material and 
is formed to the annular, U-shaped cross-sectional configuration when the grommet material is in 
a relatively soft, plastically deformable pre-heated condition. It is noted that the grommet legs 
can be compressed elastically under an axial compression load to a reduced thickness 
corresponding substantially to the thickness of the plate 8 and to return to the initial thickness 
upon removal of the compressive load. At col. 2, lines 33-35, the U-shaped grommet 11 is 
pressed against the surfaces 24 and 25 of the gasket body 16. Therefore, before, the grommet is 
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pressed, it is considered to have an initial thickness greater than the thickness of the plate. After 
the grommet is "pressed against the surfaces of the gasket body", it is considered to meet the 
limitation compressed elastically to a reduced thickness corresponding "substantially" to the 
thickness of the plate. Alternatively, in figure 4, the grommet 1 1 has an initial thickness which is 
greater than the thickness of the plate (the thickness bounded by reference numerals 24 and 25). 
The grommet 11 is then compressed axially (col. 2, lines 35-40) by rotation of head bolts 7. 
Therefore, the compression of the grommet 11 is compressed elastically under an axial 
compression load to a reduced thickness corresponding "substantially" (the limitation 
"substantially" does not mean that the thickness has to be exactly the thickness of the plate, 
therefore, the deformation of the grommet 11 is considered to meet this limitation) to the 
thickness of the plate (the thickness bounded by reference numerals 24 and 25) and to return to 
the initial thickness upon removal of the compressive load (the grommet is made of metal and 
therefore will elastically be compressed). 

Backlin teaches the invention cited above with the exception of subjecting the grommet 
to a heat treatment to impart elasticity and strength properties to the grommet in addition to the 
plastically deforming of the grommet. 

Olson teaches forming a metal grommet including the steps of plastically deforming 
(figures 5- 14a) and then subjecting the plastically deformed grommet to a heat treating step in 
order to impart increased hardness to the metal and increased memory to the fastening legs. 

Therefore, it would have been obvious to one of ordinary skill in the art, at the time of the 
invention, to have provided the invention of Backlin with plastically deforming and then 
subjecting the plastically deformed grommet to a heat treating step, in light of the teachings of 
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Olson, in order to impart increased hardness to the metal and increased memory to the fastening 
legs. 

7. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Backlin in view of 
Olson as applied to claim 1 above, and further in view of Canner (US6048418). 

Backlin/Olson teach the invention cited with the exception of the heat treatment step 
having an austemper heat treat cycle. 

Canner teaches plastically deforming a part by stamping and then subjecting the part to 
austemper heat treatment (abstract, lines 1-13) in order to achieve the desired metallurgical 
properties of the part. 

Therefore, it would have been obvious to one of ordinary skill in the art, at the time of the 
invention, to have provided the invention of Backlin/Olson with an austemper heat treat cycle, in 
light of the teachings of Canner, in order to achieve the desired metallurgical properties of the 
part. 

8. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Backlin in view of 
Olson as applied to claim 1 above, and further in view of Tsuchihashi et al. (US4605236). 

Backlin/Olson teach the invention cited above with the exception of one of the legs being 
formed longer than the other leg. 

Tsuchihashi et al. teach forming one leg of a grommet longer than the other (figure 3). 
Therefore, it would have been obvious to one of ordinary skill in the art, at the time of the 
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invention, to have provided the invention of Backlin/Olson with one of the legs being formed 
longer than the other leg, in light of the teachings of Tsuchihashi et al., in order to securely hold 
the grommet in place (col. 3., lines 15-19 of Tsuchihashi et ah). 

9. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Backlin in view of 
Olson as applied to claim 1 above, and further in view of Akita (JP359001873A). 

Backlin/Olson teach the invention cited with the exception of coating the grommet. 

Akita teaches coating a grommet (purpose, lines 5-8) in order to increase heat resistance. 

Therefore, it would have been obvious to one of ordinary skill in the art, at the time of the 
invention, to have provided the invention of Backlin/Olson with coating the grommet, in light of 
the teachings of Akita, in order to increase the heat resistance of the grommet. 

10. Claim 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Czernik 
(US3532349) in view of Olson. 

Czernik teaches a method of manufacturing a gasket assembly comprising: forming 
an annular grommet 15 having a generally U-shaped cross-section defining a pair of axially 
spaced legs having outer axially opposite sealing surfaces spaced a predetermined distance apart 
when in an underformed state corresponding to an initial thickness of the grommet 15 which is 
greater than the thickness (figure 2) of the plate 13, installing the grommet 11 in the opening of 
the plate 13, wherein the grommet 15 is fabricated of a "heat-treatable" ferrous-based metal 
material and is formed to the annular, U-shaped cross-sectional configuration when the grommet 
material is in a relatively soft, plastically deformable pre-heated condition. It is noted that the 
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grommet is compressed elastically under an axial compression load to a reduced thickness 
corresponding substantially to the thickness of the plate 8 because it is made of metal material. 

Czernik teaches the invention cited above with the exception of subjecting the grommet 
to a heat treatment to impart elasticity and strength properties to the grommet in addition to the 
plastically deforming of the grommet. 

Olson teaches forming a metal grommet including the steps of plastically deforming 
(figures 5-1 4a) and then subjecting the plastically deformed grommet to a heat treating step in 
order to impart increased hardness to the metal and increased memory to the fastening legs. 

Therefore, it would have been obvious to one of ordinary skill in the art, at the time of the 
invention, to have provided the invention of Czernik with plastically deforming and then 
subjecting the plastically deformed grommet to a heat treating step, in light of the teachings of 
Olson, in order to impart increased hardness to the metal and increased memory to the fastening 
legs. 

1 1 . Claim 2 is rejected under 35 U.S.C. 1 03(a) as being unpatentable over Czernik in view of 
Olson as applied to claim 1 above, and further in view of Canner (US6048418). 

Czernik /Olson teach the invention cited with the exception of the heat treatment step 
having an austemper heat treat cycle. 

Canner teaches plastically deforming a part by stamping and then subjecting the part to 
austemper heat treatment (abstract, lines 1-13) in order to achieve the desired metallurgical 
properties of the part. 
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Therefore, it would have been obvious to one of ordinary skill in the art, at the time of the 
invention, to have provided the invention of Czernik /Olson with an austemper heat treat cycle, 
in light of the teachings of Canner, in order to achieve the desired metallurgical properties of the 
part. 

12. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Czernik in view of 
Olson as applied to claim 1 above, and further in view of Tsuchihashi et al. (US4605236). 

Czernik /Olson teach the invention cited above with the exception of one of the legs 
being formed longer than the other leg. 

Tsuchihashi et al. teach forming one leg of a grommet longer than the other (figure 3). 

Therefore, it would have been obvious to one of ordinary skill in the art, at the time of the 
invention, to have provided the invention of Czernik/Olson with one of the legs being formed 
longer than the other leg, in light of the teachings of Tsuchihashi et al., in order to securely hold 
the grommet in place (col. 3., lines 15-19 of Tsuchihashi et al.). 

13. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Czernik in view of 
Olson as applied to claim 1 above, and further in view of Akita (JP359001873A). 

Czernik /Olson teach the invention cited with the exception of coating the grommet. 

Akita teaches coating a grommet (purpose, lines 5-8) in order to increase heat resistance. 

Therefore, it would have been obvious to one of ordinary skill in the art, at the time of the 
invention, to have provided the invention of Czernik /Olson with coating the grommet, in light of 
the teachings of Akita, in order to increase the heat resistance of the grommet. 
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14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marc Jimenez whose telephone number is (571) 272-4530. The 
examiner can normally be reached on Monday-Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, George Nguyen can be reached on (571) 272-4491. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




MJ 

3-8-06 



